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earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawjng(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The reference US 4,677,141 has been submitted twice; therefore examiner has 
not considered the duplicate citation. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 22 are indefinite because it is not clear whether amino-or vinyl- 
functionalized applies to both organosilane and organosiloxane, i.e. (1) amino-or vinyl- 
functionalized organosilane or (2) amino-or vinyl-functionalized organosiloxane, or (1) 
amino-or vinyl-functionalized organosilane or (2) organosiloxane. 

Claim 18 is indefinite because the claim does not define "a" or "n" in the 
formulae. 

Claim 18 appears to improperly recite a Markush group. Consequently, it is 
impossible to determine which elements of the group are required by the claim***. 
When materials recited in a claim are so related as to constitute a proper Markush 
group, they may be recited in the conventional manner, or alternatively. For example, if 
"wherein R is a material selected from the group consisting of A, B, C and D" is a proper 
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limitation, then "wherein R is A, B, C or D" shall also be considered proper (emphasis 
added). See MPEP § 2173.05(h). 

The remaining claims are rejected under 35 U.S.C. 112, second paragraph, as 
being dependent upon a rejected base claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-3, 11, 16, 18-19, 21-23, 26 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Sekutowski (US 4,740,538). 

Sekutowski discloses a nylon plastic composite containing a kaolin filler coated 
with an amino functional silane coupling agent that results in an improved impact 
strength (abstract). The amino silane is used in an amount of 0.1-5% (col 3, lines 3-5). 
and 1.4% in the samples (col 13). The silane used in the examples is 
aminopropyltriethoxysilane (A-1100)(col 13). Silica does not appear in the examples. 
Sample 14 contains A-1 100 and silicone oil as treating agents for the filler (col 15). 

Thus Sekutowski anticipates the cited claims. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e). (0 or (g) prior art under 35 U.S.C. 103(a). 



4. Claims 1-15. 18 and 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cornelius et al (US 4,677,141). 

Cornelius discloses a method of improving the heat stability of silicone 
elastomers with pretreated white clay (abstract). The composition can be pigmented 
(abstract). Kaolin is particularly preferred because it is readily available in white form 
(col 4, lines 30-31). The clay in example 1 is calcined kaolin clay treated with 
approximately 1% of vinyl-tri(beta-methoxyethoxy)silane and has a particle size of 0.81 
micrometers (col 7. lines 15-21). The amount of clay is from 1 to 150 parts by weight 
(col 2, lines 21-22). The silicone elastomer is heated to vulcanize (abstract), however 
the time and temperature necessary to cause vulcanization are dependent on the 
vulcanization agent, the method of heating, the method of forming the composition into 
a shape, and the thickness of the part (col 6, lines 26-30). Cornelius discloses that the 
temperature that is appropriate for a given set of conditions is well know in the silicone 
elastomer art (col 6. lines 30-32). 

Cornelius does not disclose the amount of organosilane generally used to 
pretreat the kaolin clay, but gives one example where "approximately 1 percent" is used. 
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It would have been obvious to one of ordinary skill in the art to that approximately 1% 
would include a variation of about ±0.2% which would meet the claimed limitation of 
1.1% or 1.2%. 

It is noted that claims 13-14 are product-by-process claims and therefore "even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." See In 
re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Although Cornelius does not disclose vulcanization at ambient temperature, it is 
examiner's position that although it is not specifically recited, the silicone elastomer 
disclosed by Cornelius would nonetheless intrinsically meet the claimed requirements 
since it is vulcanized, or alternatively, it would have been obvious to vary the 
vulcanization temperature to include ambient temperature in addition to elevated 
temperatures because Cornelius discloses that the temperature that is appropriate for a 
given set of conditions is well know in the silicone elastomer art. 

5. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sekutowski (US 4,740,538). 

The discussion with respect to Sekutowski in paragraph 3 above is incorporated 
herein by reference. 
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Sekutowski discloses the amount of aminoalkylsilane is 0.1-5% (col 3, lines 3-5), 
and 1.4% in the samples (col 13), but does not disclose about 1.24% of the 
aminosilane; however, it would have been obvious to one or ordinary skill in the art that 
"about 1 .24%" would include a variation of about ±0.2% which would overlap 1 .4%. as 
disclosed by Sekutowski. 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra K. Poulos whose telephone number is (571) 

272- 6428. The examiner can normally be reached on M-F 8:00-4:30 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Sandra K. Poulos 
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